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Art Unit: 2681 

DETAILED ACTION 

This Office Action is in response to Amendment dated March 01 , 2006. 

Response to Arguments 

1 . Applicant's arguments filed have been fully considered but they are not 
persuasive. 

In response to the Office Action noted above, the Applicant intentionally 
traverses the Examiner's objections to independent claims 25, 37 and 46. Since the 
Applicant's response does not amend claim language as suggested, and does not 
adequately explain or point out how one skilled in the art would enable such methods as 
claimed. Therefore, the Examiner would maintain the objection set forth in previous 
office action. In addition, the Examiner would reject under 35 USC § 1 12 for failing to 
comply with the enablement requirement (please refer to the rejection set forth below). 

The Applicant states, "the claimed method requires determining both the 
availability (see the 'determining availability' clause) and capability (see the 'determining 
capability' clause) of both the at least one embedded device and the at least one 
portable network device, prior to initiating a connection based on the determined 
capability. The Examiner's proposed modifications would change the invention, and 
modify the scope of the claims." 

The Applicant further states, "the Examiner's explanation of the objection rings 
hollow. Specifically the Examiner appears to be confused by the description at page 9, 
lines 5-7, 'determining if a more reliable service is available on a portable network 
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access device (PNAD) 245 than the service provided on the embedded device 205/ 
The Examiner construes this statement as determining one or the other, but does 
not explain how a determination of reliability can be made without determining 
both. Additionally, FIG. 3 illustrates an embodiment of a method 300 to determine if a 
more reliable service is available on a portable network device than the service provided 
on the embedded device - method 300 is determining if the network access is better on 
the portable network device than the embedded device and therefore uses the 
embedded device as the base - method 300 essentially presumes the availability of the 
embedded device." 

The Examiner respectfully further explains the Examiner's previous position 
because it was not a confusion, or hollow as stated by the Applicant. Please refer to the 
reinforcement explanation below. 

The Examiner agrees with the Applicant's assertion above that the claim 
. language does clearly set forth at least 3 steps ( Notes : This language only appears in 
the claim, but not in the specification): determining availability of both the at least one 
embedded device and the at least one portable network device, determining 
capability of both the at least one embedded device and the at least one portable 
network device, and initiating a connection using one of the determined capability. 

The Applicant also points out Fig. 3 to support the claim language. The Applicant 
clearly states that determine if a more reliable service is available on a portable network 
device than the service provided on the embedded device (at page 7 of Remarks, and 
page 9, lines 1-8 of the specification). This part of the disclosure shows one skilled in 
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the art that after determining which device is available and more reliable, and then one 
of those two devices would be selected. However, the disclosure never suggests to 
one skilled of the art that both of the devices are determined, and then only one of 
those two devices is selected. The specification does not show one skilled in the art 
the method of determining the availability of both at least one embedded device and 
the at least one portable network device. Rather, the written original specification only 
suggests one skilled in the art to determine availability of either at least one embedded 
device or the at least one portable network device. 

Specifically, Fig. 3, box 305, the Applicant illustrates only with the phrase "PNAD 
available?" in which it means that determining only whether PNAD is available or not 
available. The operation is carried out based on the determining availability of only 
PNAD device (Again, not both at least one embedded device and the at least one 
portable network device.) 

Even if whatever the Applicant states in the Remarks are true, then at least in 
specification, and/or Fig. 3, box 305 should have illustrated that "PNAD and embedded 
device available?" 

The Examiner totally agrees with the Applicant that the Examiner's proposed 
modifications would change the invention, and modify the scope of the claims. 
However, Applicant's own disclosure is different from what is being claimed. Therefore, 
in term of patentability determination, it is Examiner's position to at least raise issues to 
make claims in a better form, or at least to make claims in accordance to the 
specification. 
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Therefore, once again, the Examiner respectfully requests the Applicant to 
amend claims in which they are in accordance with the disclosure. At the moment, the 
Examiner still maintains the objection, and introduces 35 USC 112 rejections as 
required. 

Lastly, the Applicant argues that the cited reference, Yamashita (US 
2001/001 1033 A1), fails to teach or suggest, "initiating a connection to the network 
using one of the at least one embedded device or at least one portable network access 
device based on the capability determination." The Examiner respectfully disagrees 
with the Applicant because Yamashita teaches or suggests that initiating a connection 
to first radio communication or the second radio communication section based on 
detection signal found at box S203 or S205 of Fig. 3. The detected signal is considered 
as the determining capability whether the first radio communication or the second radio 
communication is capable to make a connection. Yamashita specifically discloses that 
the capability determination is based on high speed transit. On the other hand, the 
Applicant does not specifically specify what "capability" exactly is. Therefore, the 
Examiner gives the broadest reasonable interpretation to the term; hence, previous 
rejection was still proper. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 
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3. Claims 25, 37, and 46 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the enablement requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to enable one skilled in 
the art to which it pertains, or with which it is most nearly connected, to make and/or use 
the invention. 

In the specification: 

At page 8, lines 26-29 "In one embodiment of the invention, the controller 
contains a central processor unit (CPU) 215 that is capable of executing a method 
stored in memory 220 for determining whether the communications link with the 
service provider should be established by a PNAD or the embedded device." 

At page 9, lines 1-7, "Fig. 3 shows a flow diagram of one embodiment of a 
method for achieving a multi-path wide area network (WAN) access to a vehicle in 
accordance with the present invention at 300. The method illustrated in the 
embodiment of 300 determines if a more reliable service is available on a portable 
network access device (PNAD) 245 than the service provided on the embedded 
device 205." 

The Examiner also notes that in Fig. 3, box 305, the Applicant illustrates that only 
determining PNAD availability is required by asking a question "PNAD available?". 

Based on the portion of the specification mentioned above, and Fig. 3, the 
Applicant does not specifically suggest or teach the step of determining availability of 
both PNAD device and the embedded device. Rather, the specification only 
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suggests that only determining whether PNAD is available. If it is, then go to next 
step. If it is not, then call on the embedded device at 350. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

5. Claims 25, 34, 37, and 46 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Yamashita (US 2001/0011033 A1). 

Regarding claims 25, 37, and 46, Yamashita discloses a method, a computer 
usable medium, and a system for connecting to a network, the method comprising: 

- receiving a network connection request at a system master (paragraph 0051); 

- determining availability of at least one embedded device, the embedded 
device embedded in a vehicle, and at least one portable network access 
device, based on the network connection request (paragraphs 0052-0053); 

- determining capability of the at least one embedded device and at least one 
portable network access device based on the determined availability 
(paragraph 0034); 
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- initiating a connection to the network using one of the at least one embedded 
device or at least one portable network access device based on the capability 
determination (fig. 3, boxes S204 or S202 and its descriptions). 
Regarding claim 34, Yamashita discloses the method of claim 25 as described 
above. Yamashita also discloses wherein receiving a network connection request 
comprises establishing a link between the embedded device and the portable network 
access device (fig. 3, boxes S201 , S203 and its descriptions). 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 26, 33, 35, 38, and 45 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Yamashita. 

Regarding claims 26, 35, and 38, Yamashita discloses the method, and 
computer usable medium of claims 25, and 37 as described above, except wherein the 
system master is the embedded device. The Examiner notes that even though 
Yamashita does not explicitly or specifically disclose the system master is the 
embedded device. However, it would be obvious to one skilled in the art to simply 
design or implement a portable device that could be placed in a vehicle. Hence, this 
claimed feature is not novel. 
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Regarding claims 33, and 45, Yamashita discloses the method, and computer 
usable medium of claims 25, and 37 as described above, except wherein the type of 
service is analog communication, digital communication, satellite communication, and 
global system for mobile communication. The Examiner, however, takes Official Notice 
regarding the different types of services as claimed above because it is well known in 
the art to use at least any one of those types in communicating or connecting between 
devices. 

8. Claims 27-32, and 39-44 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Yamashita in view of Khullar (US - 6,748,246 B1 ). 

Regarding claims 27, and 39, Yamashita discloses the method, and computer 
usable medium of claims 25, and 37 as described above. Yamashita, however, fails to 
disclose wherein the capability determination is based on factors selected from the 
group consisting of battery life viability, relative signal strength indication, service 
availability, type of service and call state. 

In a similar endeavor, Khullar discloses a method and apparatus for selecting an 
access technology in a multi-mode terminal. Khullar also discloses wherein the 
capability determination is based on factors selected from the group consisting of 
battery life viability (col. 4, lines 3-5), relative signal strength indication (col. 4, lines 32- 
45), service availability (col. 4, lines 17-22), type of service and call state (col. 4, lines 
22-31). 
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It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to include the listed factors above in order to determine the ability 
to make a connection or service, and make the communication more reliable and 
efficient. 

Regarding claims 28, and 40, Yamashita, and Khullar disclose the method, and 
computer usable medium of claims 27, and 38 as described above. Khullar also 
discloses wherein the battery life viability is based on a power state and a power life 
(col. 4, lines 1-4). 

Regarding claims 29, and 41, Yamashita, and Khullar disclose the method, and 
computer usable medium of claims 27, and 38 as described above. Khullar also 
discloses determining a calibrated threshold for the battery life viability (col. 6, lines 11- 
32). 

Regarding claims 30, and 42, Yamashita, and Khullar disclose the method, and 
computer usable medium of claims 29, and 41 as described above. Khullar also 
discloses determining the battery life viability if the calibrated threshold is exceeded (col. 
6, lines 11-32). 

Regarding claims 31, and 43, Yamashita, and Khullar disclose the method, and 
computer usable medium of claims 30, and 37 as described above. Khullar also 
discloses determining a calibrated threshold for the received signal strength indication 
(col. 4, lines 32-45). 

Regarding claims 32, and 44, Yamashita, and Khullar disclose the method, and 
computer usable medium of claims 31, and 43 as described above. Khullar also 
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discloses determining the received signal strength indication if the calibrated threshold 
is exceeded (col. 4, lines 32-45). 

9. Claim 36 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yamashita in view of Holmstrom et al. (US - 6,741 ,870 B1 ). 

Regarding claim 36, Yamashita discloses the method of claim 25 as described 
above, except retrying the connection initiation if connection was not established. 

In a similar endeavor, Holmstrom discloses a method and system for selecting 
communication media. Holmstrom also discloses retrying the connection initiation if 
connection was not established (abstract, and col. 3, lines 1-12). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Yamashita's invention and include the step of retrying the 
connection so that the system could make communication between devices. 

Conclusion 

1 0. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
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extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 


Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Wayne Cai whose telephone number is (571) 272-7798. 
The examiner can normally be reached on Monday-Friday; 9:00-6:00; alternating Friday 


If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Feild can be reached on (571) 272-4090. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). / ^ Yj VJZjC/^^' 


than SIX MONTHS from the mailing date of this final action. 



Wayne Cai 
Examiner 
Art Unit 2681 


ERIKA& 
PRIMARY E! 



